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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-8, 10-12 and 14-15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Machida (U.S. Patent 6,209,060). 

Claim 1: FIG. 1 illustrates a computer system. The computer system is composed of a 
plurality of disk devices (30-1 through 30-n). FIGS. 6-7 illustrate an updating program that 
updates firmware from a reference disk to a replaced disk. 

The updating occurs in response to turning on a power source. In one respect, the 
updating must occur after the power is turned on, so it considered to be occurring in response to 
turning on the power. In a second respect, the updating occurs after a physical disk has failed 
and been replaced (col. 8, lines 57-67). The updating steps occur "at first, after a disk has been 
replaced", beginning with step S1-S2 in FIG. 6 (col. 8, line 6). This illustrates that the updating 
program is the first operation that occurs after the power is on. 

Step S5 of FIG. 6 is further detailed in FIG. 7, and shows that that the updating of 
firmware is performed after the a parameter (version number) of the reference disk is compared 
to a version number of the replaced disk (steps S15-S17). If the version number of the reference 
disk is higher, the firmware is updated to the replaced disk (steps S5 through S8 of FIG. 6). 

Claim 2: FIGS. 6-7 illustrate method steps for updating firmware in a system having a 
plurality of disk devices (FIG. 1, disks 30-1 through 30-n). 
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Step SI is the starting step. In one respect, the updating must inherently occur after the 
power is turned on, so it occurs in response to the power being turned on. In a second respect, 
the starting step occurs after a physical disk replacement (col. 8, lines 57-67). Since the starting 
step SI occurs "at first" after the disk replacement, it is occurring as the first operation after the 
power is turned on. 

Step S7-S8 involves transmitting the firmware update from the first memory of one of the 
disk devices (the memory of the reference disk) to a second memory (transfer buffer 107). The 
second step involves transmitting the firmware update from the second memory (transfer buffer 
107) to the updated disk (replaced disk). The second memory can further receive additional 
updated firmware when additional disks are to be updated. 

Claim 3: As seen in FIG. 5, each disk has stored specific information.. This specific 
information includes a model name (Type A), and revision number showing a version of the 
firmware (version number 0003, for example). As seen in step S16 in FIG. 7, the programming 
assures that the latest revision number is applied to the replaced disk. The actual transmission of 
the latest revision is accomplished at steps S7-S8 in FIG. 6. 

Claim 4: As seen in FIG. 5, the specific information for each disk includes a model name 
(Type A) and version number (version number 0003, for example). In following the steps of 
FIGS. 6-7, the reference disk will have a different revision number than the replaced disk. At the 
same time, model numbers of the disks may be the same (FIG. 5 and col. 8, lines 36-37). 

Claim 5: See remarks for claim 4. Note that version numbers fall within a revision 
number range from 0001 to 0003 (See FIGS. 8A-8D which illustrates the ranges of revision 
numbers). 
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Claim 6: See remarks for claim 4. Note that the updated firmware will have the latest 
revision number (steps S15 through S17 of FIG. 7) as well as be within a range of revision 
numbers (FIGS. 8A-8D). 

Claim 7: The program steps of FIGS. 6-7 are invoked when the system is on. 

Claim 8: FIG. 1 illustrates a computer system. FIGS. 6-7 is an update program for 
updating firmware of the disk devices. 

The update program is initiated in response to turning on the power. See the remarks in 
the second paragraph of the discussion of claims 1 and 2 to illustrate this feature. 

The disk themselves define first memory. The buffer (107) is second memory. The 
updated firmware is transmitted from the reference disk to the second memory (buffer memory 
107) and then from the second memory (buffer memory 107) to a replaced disk. 

Claim 10: As seen in FIG. 7, the system compares a parameter (version number) of the 
reference disk to a parameter (version number) of the replaced disk. If the version number of the 
reference disk is higher, the version on the reference disk is transmitted to the replaced disk. 

Claim 11: See remarks for claim 10. 

Claim 12: The second memory is the transfer buffer 107 shown in S7 of FIG. 6 and 
stores the firmware while it is being transferred to the replaced disk. 

Claims 14-15: FIG. 1 illustrates a computer system having a plurality of disk devices 
(30-1 through 30-n) each of which storing firmware (31-1 through 31-n). FIG. 6 illustrates an 
updating program for updating the firmware of a replaced disk from a reference disk. SI is the 
starting step. FIG. 7 is a breakout of the step S5 in FIG. 6 and illustrates step S16 in which a 
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determination is made as to whether the replaced disk has the latest version of firmware. If it is 
not the latest version, the updating proceeds with steps S6 through S8 of FIG. 6. 

Remarks 

Applicant's arguments have been considered. With respect to the amendment to claims l s 
2 and 8, calling for the update program to be run in response to turning on the power, examiner 
maintains that this feature is within the teachings on Machida. In particular, see the remarks at 
the second paragraph of the discussion of claim 1. 

With respect to claims 14 and 15, and equally as well for claims 1, 2 and 8, applicant 
argues that the feature of updating the firmware of the replaced disk does not necessarily have to 
occur, and as a result, is not necessarily inherent. This argument has been considered, but is not 
correct. Examiner is not suggesting that updating firmware is an "inherent" feature (i.e. a feature 
that may occur but is not explicitly taught). Rather, examiner finds that that the Machida 
reference does explicitly teach the updating step, and clearly illustrates the updating data transfer 
occurring at steps S7-S8 in FIG. 6. This is not merely an inherent feature, but is an explicitly 
taught feature in the reference, so any case law pertaining to questions of inherency are not 
relevant to this feature. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (571) 272-4084. 

Sam Rimell 
Primary Examiner 
Art Unit 2165 




